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REMARKS 

Response to Priority 

Applicants note with appreciation the Examiner's indication that Claims 66, 68, 

69, 71 and 76-84 have support in the parent application, Serial No. 09/241,936 now 
U.S. Patent No. 6,161,034. 

Response to Claim Objections and Rejections under 35 USC §112 

Claim 73 is objected to by the Examiner because of the following informalities: 
“wherein radiographically detectable marker body has — ” should read —wherein the at 
least one radiographically detectable marker body has....—. In response applicants 
have amended the claim as suggested by the Examiner. 

Claims 66-69, 71 and 73-86 were rejected by the Examiner under 35 U.S.C. 

§112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

Applicants have amended claims 66, 69, 71 , 73-74, 78, 81-84 and 86 to clarify 
the reference with respect to a plurality of marker bodies. 

Response to Claim Rejections under 25 U.S.C. §103 

Claims 66, 68, 69 and 71 were rejected by the Examiner under 35 U.S.C. 

§1 03(a) as being unpatentable over Foerster et al. (U.S. Pat. No. 6,228,055) in view of 
Voegele et al. (U.S. Pat. No. 6,261,302) and Fulton, ill et al. (U.S. Pat. No. 6,270,464). 

Claims 73-75, 85 and 86 were rejected by the Examiner under 35 U.S.C. §1 03(a) 
as being unpatentable over Foerster et al. ('055) in view of Voegele et al. ( 302) and 
Fulton, III et al. (‘464) as applied to claims 66, 68, 69 and 71 above, and further in view 
of Sirimanne et al. (U.S. Pat. No. 6,356,752). 
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Claims 76-84 were rejected by the Examiner under 35 U.S.C. §1 03(a) as being 
unpatentable over Foerster et al. (‘055) in view of Voegele et al. (‘302) and Fulton, III et 
a |. (‘464) as applied to claims 66, 68, 69 and 71 above, and further in view of Yamamoto 
. (U.S. Pat. No. 4,847,049), as evidenced by Ronan et al. (U.S. Pat. No. 5,820,918). 

Claims 66, 68, 69, 73-75, 85 and 86 were rejected by the Examiner under 35 
U.S.C. §103(a) as being unpatentable over Foerster et al. (‘055) in view of Voegele et 
al. ('302) and Sirimanne et al. (‘752). 

Claims 76-84 were rejected by the Examiner under 35 U.S.C. §1 03(a) as being 
unpatentable over Foerster et al. ('055) in view of Voegele et al. ('302) and Sirimanne et 
al. (752) as applied to claims 66, 68, 69, 73-75, 85 and 86 above, and further in view of 
Yamamoto (‘049), as evidenced by Ronan et al. ('918). 

The rejected claims, as amended above, call for a plurality of solid preshaped 
marker bodies which have widths of about 1 to 3 mm and in some of the claims a length 
of about 5 to 10 mm. Moreover, the claims require the plurality of preshaped marker 
bodies to be slidably disposed within the inner lumen of the delivery cannula and have a 
solubility coefficient of less than 1 x 10' 3 grams per 100 cc of water. A plurality of such 
marker bodies with the prescribed dimensions and the requisite solubility coefficient 
better control the bioabsorption thereof at the intracorporeal site of deployment which is 
not suggested by the cited art. 

To support a prima facie case of obviousness, all the features of the claims must 
be taught by a combination of references. In the present case, none of the cited 
references individually or in combination suggest applicants’ claimed features. 
Specifically, the cited prior art fails to teach or suggest the features discussed above. 
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RECEIVED 
CENTRAL FAX CENTER 



OCT 2 6 2009 



Conclusions 



Applicants believe that the pending claims define patentable subject matter. 
Reconsideration and an early allowance are earnestly solicited. 



EDWARD J. LYNCH 
Patent Attorney 
Four Embarcadero Center 
Suite 1700 

San Francisco, California 94111 
Tel: (415)391-9300 
Fax: (415)391-9304 



Respectfully submitted, 
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